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Status 

1 )□ Responsive to communication(s) filed on 



2a)D This action is FINAL. 2b® This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) E3 Claim(s) 7-73 is/are pending in the application. 
4a) Of the above claim(s) 10-13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1_£ is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)D All b)D Some * c)E3 None of: 

1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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1) H Notice of References Cited (PTO-892) 4) Q |nterview Summary 
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3) fetf Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) rj Qther 1 Ul 0Z) 
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1 . Claims presented for examination are 1 -1 3 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-9, drawn to a composition, classified in class 524, subclass 436. 

II. Claim10-13, drawn to a method for productive, classified in class 523, 
subclass 210. 

The inventions are distinct, each from the other because: 
Inventions II and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP§806.05(f)). In the instant case the process as claimed can be used to make a 
materially different product such as a sizing material based on starch, polymer and few 
additives. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 
3. During a telephone conversation with Attorney John Callahan on September a 
provisional election was made without traverse to prosecute the invention of I, claim1-9. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 10-13 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 is vague in reciting "hydroxyl" on line 5, A hydroxyl is a radical (not a 
transition metal). 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ueno 
(US 5059651) in view of Sakon et al (US 4879067). 

Ueno describes a composition comprising (a) a copolymer (b) hydroxide of a di- 
valent metal as a filler and (c) zinc borate (abstract; col. 2, lines 20-30). Filler is added 
at 100-300 parts by wt based on 100 parts by wt of polymer (col. 3, lines 12-26). Zinc 
borate is added such that ratio of zinc borate to total filler lies between 0.25 and 0.75 
(col. 2, lines 25-30). 

Ueno does not mention transition metal/s 
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Sakon describes flame retardant composition containing red phosphorus 
(abstract). Red phosphorus is coated with a hydroxide of zinc (col. 7, lines 21-34). 

Therefore in light of invention of Sakon, it would have been obvious to include 
zinc as a transition metal as an ingredient in the composition of Ueno in order to impart 
resistance to moisture and to enhance flame retardance. It would also have been 
obvious to include the transition metal in the form of its hydroxide and use this 
hydroxide to coat the magnesium hydroxide to enhance stability. 
8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to U. K. Rajguru whose telephone number is (571) 272- 
1077. The examiner can normally be reached on Monday-Friday from 9:30 am to 6:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J Seidleck can be reached on (571) 272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Application/Control Number: 10/680,200 
Art Unit: 1711 



Page 5 




U. K. RajguTu/af 
October 27, 2004 




